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DETAILED ACTION 

This action is responsive to communication filed 7/31/03. 

Claim Rejections - 35 USC §102 

1. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

2. Claims 48-53 are rejected under 35 U.S.C. 102(b) as being anticipated by Novell 
GroupWise 5.5 as supported by "Group Wise User's Guide for Windows 95/98/NT" (hereinafter 
GroupWise) and the Novell articles entitled "GroupWise 5.x & 6.x" and "MAPI". 

Referring to claim 48, GroupWise teaches automatically generating a dynamic list of 
entries containing contact information (i.e. Frequent Contacts), comprising scanning a data store 
containing electronic files including emails (see page 124, under heading "Using Frequent 
Contacts"; where GroupWise teaches capturing addresses and contact information from sent and 
received email messages, created by e-mail clients) and database files. For example, each entry 
entered in the Address book (i.e. first figure on page 130) is a database file. 

GroupWise discloses extracting contact information from the scanned files and 
populating the list with the information extracted from the scanned files. See page 124, under 
heading "Using Frequent Contacts". 

Regarding claim 49, GroupWise teaches the data store has a plurality of types of 
electronic files, including sent and received e-mail (see page 124, under heading "Using 
Frequent Contacts"; where GroupWise teaches capturing addresses and contact information from 
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sent and received email messages); email addresses and contacts that exist within previous 
systems (see page 133, under "Sharing an Address Book with Another User"; where Group Wise 
discusses sharing another user's address book, which has previously been used on a previous 
system by a different user, including their email addresses and contacts in their address book); 
email stores located on public servers (see page 111, where GroupWise discloses the use of 
LDAP servers, and retrieval of contact information from those public servers); current and 
previous contact databases (see pages 129-13 1, where GroupWise discloses using a current 
contact database; and page 133, under "Sharing an Address Book with Another User"; where 
GroupWise discusses sharing another user's address book, which has previously been used on a 
previous system by a different user, including their email addresses and contacts in their address 
book); and data embedded within application electronic files (see page 124, under heading 
"Using Frequent Contacts"; where GroupWise teaches capturing addresses and contact 
information from sent and received email messages, created by e-mail clients). Also, see each 
entry entered in the Address book (i.e. first figure on page 130), which is a database file. 

Referring to claim 50, GroupWise teaches the contact information includes an email 
address (see the figure on page 124). 

Referring to claim 51, GroupWise automatically provides completion information via a 
user interface from an entry in the list based on a partial match to user input. See page 1 1 1, the 
paragraph preceding the Tips section. 

Referring to claims 52, GroupWise excludes particular electronic files within the data 
store from scanning. See page 1 10, under heading "Defining Name Completion Search Order", 
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where GroupWise discloses allowing users to add or remove address books to be included in the 
"Name Completion" search feature. 

Referring to claim 53, GroupWise teaches excluding specific e-mail addresses (see pages 
134 and 135, under "Viewing Groups, Organizations, or Resources in the Address Book"; where 
GroupWise discloses applying filters so that items in the data store are excluded and not 
displayed; and see pages 149-154; where GroupWise discloses specific filters including e-mail 
addresses are specified to exclude). 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 1-3, 5-17, 21-36, 38-43, and 45-47 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over GroupWise and U.S. Patent No. 6,151,624 to Teare et al. (hereinafter Teare). 

Regarding claims 1, 10-11, and 32 GroupWise teaches a method and system for 
automatically extracting contact information from a data store by scanning any of a plurality of 
files types in a data store. For example, see page 124, under heading "Using Frequent Contacts"; 
where GroupWise teaches capturing addresses and contact information from sent and received 
email messages. The figure on page 126 shows the different file types from which contact 
information (addresses) may be saved (extracted). Page 1 10, the second tips box, teaches 
extracting contacts from a foreign address book, which are another file type, and entries in the 
standard address book as shown in the first figure on page 130 make up yet another file type 
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from which contact information is extracted. Group Wise discloses maintaining/populating a list 
of at least one contact entry derived from the information extracted (see page 124, under heading 
"Using Frequent Contacts to Address Items"; where GroupWise displays an example list of 
contacts derived from the capturing of data); tracking contact information associated with the 
entry (see page 126, step 4; where GroupWise discloses tracking the time from the last use of the 
contact's information); and resolving contact entries in real time by providing the most probable 
specific contact entries from the maintained list (see pages 123 and 125, in the "Tips" shaded 
box; where GroupWise discloses using "Name Completion", which looks up the name being 
typed in real time from the maintained list of contact entries). 

Although GroupWise teaches alphabetizing entries of the maintained list which gives 
weight to the entries closest to the front of the alphabet (see image on page 124; where 
GroupWise discloses the maintained list being weighted by alphabetical order), GroupWise does 
not explicitly describe automatically computing a weight for each entry in the list and providing 
specific contact entries based on the weight of each entry in the list as claimed. However, Atlas 
describes a method of auto completing entries in a field (i.e. an email address field and other 
contact information as in col. 1, lines 45-51), which maintains a list of entries, sorts the entries 
by frequency of use or most recently used (col. 4, lines 16-20), and presents specific (most 
probable) entries from the maintained list based on the weight of each entry in the list (col. 4, 
lines 55-60). Fig. 7 and col. 4, lines 37-63 describe how the user can select to have a list of 
possible best matches displayed, which may be sorted based on frequency or alphabetically. 

While, it is generally accepted that frequency of use and most recently used attributes are 
weighting factors, GroupWise and Atlas do not explicitly teach computing a weight for each 
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entry in the list. However, Teare describes a name resolution method that assigns a weight to 
each entry in the list, which may be based for example on the most recent resolution, similar to 
Atlas. See Teare at col. 21, lines 53-62. 

It would have been obvious to one of ordinary skill in the art to modify the contact 
resolution method of Group Wise to automatically compute a weight for each item in the list in 
order to order entries in the contact resolution list according to the most likely contact, such as 
the most frequently (or recently) used entries in the list and provide specific entries based on the 
weight of each entry as supported by Atlas and Teare (Teare at col. 21, lines 30-62). One would 
have been so motivated in order to provide a best guess for faster selection of the desired entry. 

Regarding claims 2, 27, GroupWise teaches a data store including sent and received e- 
mails, which are electronic documents (email files) and scanned upon entering the data store (see 
page 124, under heading "Using Frequent Contacts"; where GroupWise teaches capturing 
addresses and contact information from sent and received email messages). 

Regarding claim 3, GroupWise teaches the data store further includes a plurality of 
electronic documents including one or more database files. For example, each entry entered in 
the Address book (i.e. first figure on page 130) is a database file. 

Referring to claim 5, GroupWise describes tracking the number of times that an entry has 
been used (page 124, under heading "Using Frequent Contacts", last line of first paragraph). 
Also, the combination of GroupWise, Atlas, and Teare, supra, dynamically updates the weight of 
an entry based on the number of times that the entry has been used in order to base the displayed 
list upon frequency of use (Atlas at col. 4, lines 55-60 and Teare at col. 21, lines 53-56 and col. 
22, lines 9-15). It would have been obvious to one of ordinary skill in the art to sort the 
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displayed entries in the list of Group Wise based on frequency of use as described by Atlas and 
Teare, because the items most frequently used are likely to be used again as supported by Atlas 
and Teare. 

Referring to claims 6-8, Group Wise describes tracking the time since an email using the 
contact data of the entry was sent/received/added (i.e. page 124, under heading "Using Frequent 
Contacts" and page 126). Also, the combination of GroupWise, Atlas, and Teare, supra, 
dynamically updates the weight of an entry based on the times that the entry has been used in 
order to base the displayed list upon most recentness of use (Atlas at col. 4, lines 15-20 and 
Teare at col. 21, lines 53-56 and col. 22, lines 9-15). It would have been obvious to one of 
ordinary skill in the art to sort the displayed entries in the list of GroupWise based on recentness 
of use as described by Atlas, because the items most recently used are likely to be used again as 
supported by Atlas. 

Referring to claim 9 and 28, the combination of GroupWise, Atlas, and Teare, supra, 
discloses updating the weight of an entry as new information enters the data store. As an 
example, GroupWise and Atlas track the number of times an entry has been used, which is new 
information that enters the data store and updates the matching entries weight (frequency of use). 
See Atlas at col. 4, lines 15-20 and Teare at col 21, lines 53-56 and col. 22, lines 9-15. 

Referring to claim 12, the combination of GroupWise, Atlas, and Teare, supra, to provide 
the most frequently used close matches inherently provides the entry having the greatest weight 
where one or more entries match an input. Atlas and Teare describes providing an entry 
weighted by frequency of use, which first provides the most frequently used (highest weighted) 
entry, even if two entries match an input. See col. 21, lines 39-62 of Teare. 
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Regarding claims 13-15, 22, 39-40, and 46, GroupWise teaches constraining/changing 
the size of the list to improve performance of automatically resolving contact entries and using or 
excluding certain existing contact databases/electronic files (see page 110, under heading 
"Defining Name Completion Search Order"; where GroupWise discloses allowing users to add 
or remove address books to be included in the "Name Completion" search feature). With respect 
to claim 15, GroupWise teaches a user disabling the list (see page 110, Step 4). 

Regarding claims 16 and 41, GroupWise teaches new entries are added to the list as new 
information enters the data store (see page 124, under heading "Using Frequent Contacts"; where 
GroupWise teaches capturing addresses and contact information from new received email 
messages). 

Referring to claim 17, the memory to store the list in GroupWise cannot be unlimited; 
therefore, if the list is full, new entries must replace entries. 

Regarding claims 21, GroupWise teaches adding new entries to the list after they are first 
used and their new information enters the data store (see page 124, under "Using Frequent 
Contacts"; where GroupWise discloses adding entries to the list in the first paragraph, after they 
have been used). 

Referring to claims 24-25 and 38, GroupWise discloses storing the contact information in 
an address book. It is believed that GroupWise does not add a contact to the list if it is already 
stored and replaces an already existing entry with a matching new entry that is added to the 
address book, which removes the original entry, but alternatively, it would have been obvious to 
one of ordinary skill in the art to update entries in this fashion as is well-known in the art. The 
Examiner takes Official Notice of this teaching. One would have been so motivated in order to 
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prevent ambiguous information for the same contact and multiple instances of the same contact 
that waste memory. 

Regarding claims 26 and 45, GroupWise teaches an automatically resolved contact entry 
based on a full or partial match selectable by a user via a user interface (see page 111, under 
"Tips" shaded box, 3 rd bulleted item; where GroupWise discloses a dialog box allowing a user to 
choose a resolved contact entry). 

Regarding claim 29, GroupWise teaches particular items in the data store being excluded 
from tracking (see pages 134 and 135, under "Viewing Groups, Organizations, or Resources in 
the Address Book"; where GroupWise discloses applying filters so that items in the data store 
are excluded and not displayed). 

Regarding claims 30 and 47, GroupWise teaches excluding specific e-mail addresses (see 
pages 134 and 135, under "Viewing Groups, Organizations, or Resources in the Address Book"; 
where GroupWise discloses applying filters so that items in the data store are excluded and not 
displayed; and see pages 149-154; where GroupWise discloses specific filters including e-mail 
addresses are specified to exclude). 

Regarding claims 31, and 34-36, GroupWise teaches an e-mail address and a friendly 
name (see page 130, the top Figure, which discloses a display name as well as an e-mail 
address); a number of times that the entry has been used (see page 124, under the heading "Using 
Frequent Contacts"; where GroupWise discloses in the first paragraph the number of times an 
entry has been used); a date the e-mail was last sent to (see page 154, where GroupWise 
discloses the contact filter field "Delivered", which contains the date that a message was 
delivered on; and page 156, where GroupWise discusses the contact filter field "To", which 



Application/Control Number: 09/556,223 Page 10 

Art Unit: 2173 

combined with "Delivered" can be used for the date the e-mail was last sent to); a date the email 
address was last received from (see page 154, where GroupWise discloses the contact filter field 
"Delivered", which contains the date that a message was delivered on; and the contact filter field 
"From", which combined with "Delivered" can be used for the date the e-mail was last sent 
from); and a weight as taught by Atlas and Teare, supra. 

Regarding claim 33, GroupWise teaches that the data store has a plurality of types of 
electronic files, including sent and received e-mail (see page 124, under heading "Using 
Frequent Contacts"; where GroupWise teaches capturing addresses and contact information from 
sent and received email messages); email addresses and contacts that exist within previous 
systems (see page 133, under "Sharing an Address Book with Another User"; where GroupWise 
discusses sharing another user's address book, which has previously been used on a previous 
system by a different user, including their email addresses and contacts in their address book); 
email stores located on public servers (see page 111, where GroupWise discloses the use of 
LDAP servers, and retrieval of contact information from those public servers); current and 
previous contact databases (see pages 129-131, where GroupWise discloses using a current 
contact database; and page 133, under "Sharing an Address Book with Another User"; where 
GroupWise discusses sharing another user's address book, which has previously been used on a 
previous system by a different user, including their email addresses and contacts in their address 
book); and data embedded within application electronic files including emails (see page 124, 
under heading "Using Frequent Contacts"; where GroupWise teaches capturing addresses and 
contact information from sent and received email messages, created by e-mail clients) and data 
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embedded within application electronic files, i.e. one or more database files. For example, each 
entry entered in the Address book (i.e. first figure on page 130) is a database file. 

Regarding claim 42, GroupWise teaches a list capable of being browsed via a user 
interface (see Figure on page 124). 

Referring to claim 43, GroupWise teaches selectively adding entries from the resolution 
list to an address book via a user interface. See "Creating Address Books" on pages 127-134. 

5. Claims 23 and 44 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
GroupWise 5.5, Atlas, Teare, and U.S. Patent No. 5,923,848 to Goodhand et al. (hereinafter 
Goodhand). 

Regarding claim 23, GroupWise, Atlas, and Teare teach all the limitations of claim 23, 
(including storing the list in random access memory (Atlas; col. 3, lines 20-30)), except 
GroupWise, Atlas, and Teare do not explicitly mention caching the list in a non- volatile storage 
medium. Goodhand teaches storing the list in random access memory (see column 18, lines 23- 
26; where Goodhand discloses storing the list in system memory or random access memory) and 
caching the list in a non- volatile storage medium (see column 19, lines 26-31; where Goodhand 
teaches the list being part of the user's profile, which is stored in memory storage devices). It 
would have been obvious to one of ordinary skill in the art, having the teachings of GroupWise, 
Atlas, Teare, and Goodhand before him at the time the invention was made, to modify the e-mail 
resolution system taught by GroupWise, Atlas, and Teare to include storing the list in RAM and 
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caching it in non-volatile storage, in order to provide quick access to the list for checking the 
names against the list as supported by Goodhand. Also, refer to Atlas at col. 5, lines 17-23. 

Referring to claim 44, GroupWise, Atlas, and Teare teach all the limitations of the claim, 
except automatically suggesting to a user that specific entries from the list be added to an address 
book via a user interface. However, Goodhand discloses a contact resolution method with a user 
interface that automatically suggests to a user that specific entries from the list be added to an 
address book via a user interface (Fig. 6c and col. 18, lines 2-4). It would have been obvious to 
one of ordinary skill in the art to modify the contact resolution method of GroupWise, Atlas, and 
Teare to suggest adding an entry from the resolution list to an address book via a user interface, 
so the user could quickly and easily store the entry in the frequent contact or other address book 
for later reference. 

Allowable Subject Matter 

6. Claims 18-20 are objected to as being dependent upon a rejected base claim, but would 
be allowable if rewritten in independent form including all of the limitations of the base claim 
and any intervening claims. 

7. The following is a statement of reasons for the indication of allowable subject matter: the 
prior art fails to teach or fairly suggest the combination of limitations that the applicant has 
claimed in claims 18-20. The prior art fails to teach adding replacement entries that are at least 
equal to the weights; not adding entries if entries in the list have higher weights than the new 
entry; choosing an entry at random to be replaced when multiple entries have the same lowest 
weight; removing entries from the list when matching entries are added to a contact database; 
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and not adding entries to a list if already stored in a contact database with indicated features 
corresponding to what the inventor has claimed. 

Response to Arguments 

8. Applicant's arguments, see section 1.0 starting on page 9, filed 7/31/03, with respect to 
claims 18-20 have been fully considered and are persuasive in view of the current amendment. 
The rejection under 35 U.S.C. § 1 12 of claims 18-20 has been withdrawn. 

9. Applicant's arguments concerning claims 48, 3, and 33 filed 7/3 1/03 have been fully 
considered but they are not persuasive. 

Applicant has amended claim 48 such that any of the scanned files include one of word 
processor files, spreadsheet files, database files, and presentation files, and argues this new 
limitation. However, GroupWise scans database files, as each entry in the Address book is a 
database file, and is scanned for the contact information. See the fist figure on page 130 for an 
example of how an entry in entered into the database. Applicant argues that the spreadsheet files 
in GroupWise are not scanned, however, not every file has to be scanned according to the claim, 
just any of the above mentioned file types. Clearly there are several different file types in 
GroupWise that are scanned, as described above with reference to claim 1, and these file types 
include database files, such as the files entered in the Address book. 

10. Applicant's arguments with respect to claims 1 and 32 have been considered but are moot 
in view of the new ground(s) of rejection. 

Applicant has amended claims 1 and 32 such that an actual weight is assigned to each 
entry in the list, and argues how assigning a weight to each entry, and weight the items in the list 
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is different than sorting the items in the list based on factors, such as recentness, frequency, etc. 
However, it is generally accepted that recentness and frequency are used as weighting factors for 
sorting/ordering lists such that the most likely to be used entry is given more weight by being 
close to the top for selection. Furthermore, Teare more clearly describes weighting each item in 
a name resolution list, using factors, such as recentness and frequency. See col. 21, lines 30-62 
and col. 22, lines 10-15. One of ordinary skill in the art would have been inclined to assign 
weights to the items in the contact resolution list of GroupWise in the same manner as suggested 
by Atlas and done by Teare to provide a best guess contact. 

Conclusion 

1 1 . Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1. 136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Shawn M. Becker whose telephone number is 703-305-7756. 
The examiner can normally be reached on M-Th 8:00 - 5:30 and alternating Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John W. Cabeca can be reached on 703-305-3 116. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-305-3900. 
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